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Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1 1/16/2006 has been entered. 

Response to Arguments 
Applicant's arguments filed 1 1/16/2006 have been fully considered but they are not 
persuasive. 

The Declaration under 37 CFR 1.132 submitted by Dr. John Kilgour on 1 1-16-2006 has 
been considered but is unpersuasive for the following reasons. None of the comparative 
Examples in the Declaration is considered to be representative of the teaching of Eckberg et al. 
Eckberg et al disclose compositions comprising an epoxy-functional silicone, such as epoxy 
silicones "F" and "G" or "J", which is a mix of M E D 25 M E and MM E TQ, and a carbinol- 
functional silicone, and no alkylphenol compound. Comparative Examples "P", "Q" and "R" in 
the Declaration contain an epoxysilicone of the structure M E D22D E M E as being representative of 
the closest species of epoxy silicones taught by Eckberg et al. Comparative Examples P and Q do 
not contain any carbinol-functional silicone, so are not representative of Eckberg et al. 
Comparative Example "R" contains an alkylphenol compound in addition to a carbinol 
functional silicone and thus is not representative of Eckberg et al. None of the Comparative 
Examples is representative of the compositions taught by Eckberg et al. Applicant has not 
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presented any comparative data to show that unexpected results are obtained when the epoxy 
silicone contains only terminal epoxy groups or when the number of silicon units "D" is limited 
to "up to 22" or when an alkylphenol component "d" is included in the composition. 
Furthermore, the instant claim recitation "substantially no epoxy functional groups... backbone" 
encompasses the prior art epoxy-terminated silicones having one or more epoxy functional 
groups positioned along the backbone, as taught by the Eckberg et al and Desorcie patents of 
record. It is suggested that applicant replace the phrase "substantially no epoxy functional 
groups. . .backbone" with "essentially no epoxy functional groups. . .backbone". 

Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-23 rejected under 35 U.S.C. 103(a) as being obvious over Eckberg et al 
(5,814,679) in view of Desorcie et al (5,010,1 18). Eckberg et al ( 4 679) disclose co-photocuring 
carbinol-functionalized silicones and epoxy-functionalized silicones to provide improved release 
properties to release compositions and superior photocurability. Eckberg et al teach that the 
carbinol-containing silicones provide a lower release force coating (column 10, lines 1-5). 
Viscosities of the disclosed epoxy silicones range from 100 to 100,000 cstk and viscosities of the 
disclosed carbinol-containing silicones ranging from 300-15450 cstk are taught (column 3, lines 
15-19 and Table 1). Thus Eckberg et al disclose compositions wherein the viscosities of the 
epoxy silicone and the carbinol silicone encompass those in the instant claims. Table 12 
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discloses compositions wherein the epoxy silicone has the formula M E D 2 5M E . The addition of 
the silicone carbinol is said to eliminate the zippy character of the tight release rendering the 
release properties both tight and smooth (column 21, lines 20-24). The compositions disclosed 
comprise the same iodonium salts as instantly claimed (column 13, lines 21-39). The differences 
from the instantly claimed compositions are that the epoxy-functionalized silicones are not 
limited to those having "substantially no epoxy functional groups positioned along the backbone 
of the silicone polymer" and that Eckberg et al do not teach adding an alkylphenol compound. 
Desorcie et al disclose analogous compositions comprising an epoxysilicone, a polyarylonium 
salt and a compatibilizer, wherein the compatibilizer is a mixture of an alkylphenol and an alkane 
diol. 

It would have been obvious to one skilled in the art at the time of the invention to employ 
an epoxy-terminated silicone polymer from those taught by Eckberg et al wherein "y' ' is a 
positive integer up to 22, and having substantially no epoxy groups (D E ) in the backbone of the 
epoxy functional silicone, as shown in the epoxy silicone disclosed in column 20, line 53 and 
used in the compositions in Table 12. One of ordinary skill in the art at the time of the invention 
would have been motivated by a reasonable expectation of providing a useful release 
composition selected from the compositions disclosed by Eckberg et al. Eckberg et al provide 
motivation by teaching that the epoxy silicone having the formula M E D 2 5M E provides a tight and 
zippy release and that the addition of the silicone carbinol eliminates the zippy character of the 
tight release rendering the release properties both tight and smooth. One of ordinary skill in the 
art at the time of the invention would have expected to control the crosslinking in the product by 
omitting epoxy functionality along the silicone backbone and providing only epoxy end groups 
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for crosslinking. The features of the dependent claims are found within the disclosure of Eckberg 
et al. See US 4,279,717 and US 5,360,833, incorporated by reference to teach epoxy silicones, 
column 12, lines 57-66, and Tables 2, 7, 1 1 and 12. For example, US 5,360,833 discloses low 
molecular weight silicones terminated with epoxy groups, such as the silicone in Example 4, and 
teaches that the material is an extremely reactive diepoxy monomer. There is no comparative 
evidence of record to show that selection of epoxy-terminated silicones wherein the repeating 
number of dimethylsilicone units is from 1 to 22 and there are no epoxy units along the backbone 
instead of the disclosed M E D25M E produces unexpected results in the instantly claimed 
invention. 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the compatibilizer for an epoxy silicone and iodonium salt comprising an alkylphenol disclosed 
by Desorcie et al in the compositions comprising epoxy silicones and iodonium salts disclosed 
by Eckberg et al. One of ordinary skill in the art at the time of the invention would have been 
motivated by an expectation of providing substantially uniform epoxysilicone compositions, as 
taught by Desorcie et al. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan W. Berman whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571 273 8300. 

Information regarding the status of an application may be obtained from the Patent . 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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